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Application No. 
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Examiner 

Cephia D. Toomer 



Applicant(s) 

XU ETAL. 



Art Unit 

1714 



-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- E<tensions of iime may be available under the provisions of 37 CFR 1 136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- It the period for reply specified above is less than thirty (30) days, a reply w/ithin the statutory minimum of thirty (30) days will be considered timely. 

- It tiO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- f .^llu^e to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S C. § 133). 

- Aiy reply received by the Office later than three tnonths after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1 , 704(b) 

Status 

1 )□ Responsive to communication(s) filed on 01 May 2003 . 
2a)H This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal nnatters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) H Claim(s) 1-7,9-12,39 and 40 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim{s) is/are allowed , 

6) 0 Claim(s) 1-7,9, 1 1, 12,39 and 40 is/are rejected. 

Claim{s) 10 is/are objected to 

8) n Claim{s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85{a). 
11 )0 The proposed drawing correction filed on is: a)0 approved b)0 disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119{a)-(d) or (f). 

a)0 All b)0 Some * c)0 None of: 

1 O Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 



3.0 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau {PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic phority under 35 U.S.C. § 119(e) (to a provisional application). 

a) O The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
Attachment(s) 

1 ) O Notice of References Cited (PTO-892} 4} O Inte^iew Summary (PTO-41 3) Paper No(s). . 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-152) 
3} O information Disclosure Statement{s) (PTO-1449) Paper No(s) . 6) O Other: 
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DETAILED ACTION 

This Office action is in response to the amendment filed May 1 , 2003 in which 
claims 1-7 and 9-12 were amended and claims 39 and 40 were added. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-7, 9, 11-12 and 39-40 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Suzuki (US 4,182,824). 

Suzuki teaches silanes substantially as claimed in the present invention. Suzuki 
renders obvious the claims of the present invention when R is alkyi, aryl or alkoxy and 
when Q1-Q3 is alkyI (see col. 1 , lines 42-58). Suzuki teaches a solution wherein the 
silanes are prepared in a hydrocarbon solvent, namely benzene (see col. 3, lines 46-53; 
col. 4, lines 55-66). The silane compounds disclosed in Suzuki encompass those of 
present claims 39 and 40 when R is alkoxy or methyl and the Q groups are alkyl. 

Suzuki differs from the claims in that he does not specifically teach that the silane 
composition is used as a chemical deposition vapor precursor solution. However, 
intended use is given no patentable weight in claims that are directed to the composition 
per se. 

3. Applicant's arguments have been fully considered but they are not persuasive. 
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Applicant argues that Suzuki fails to teach or suggest the claimed precursor 
composition suitable for chemical vapor deposition. Applicant argues that Suzuki's 
synthesis for preparing the silane contains additional components that would not be 
suitable for use in a CVD precursor solution. 

The synthesis of the silane contains benzene, beta-diketonate, hydrochloric acid 
salts and unreacted amine salts. Before the benzene is distilled and the unreacted 
amine and salt are removed, the composition contains the components that are recited 
in the claims, i.e., benzene (solvent) and a beta-diketonate. 

Applicant's claims language is the transitional term "comprising", which is 
synonymous with "including," "containing," or "characterized by," is inclusive or open- 
ended and does not exclude additional, unrecited elements or method steps. See, e.g., 
Genentech, Inc. v. Chiron Corp., 112 F.3d 495, 501, 42 USPQ2d 1608, 1613 (Fed. Cir. 
1997) ("Comprising" is a term of art used in claim language which means that the 
named elements are essential, but other elements may be added and still form a 
construct within the scope of the claim.); Moleculon Research Corp. v. CBS, Inc., 793 
F.2d 1261, 229 USPQ 805 (Fed. Cir. 1986); In re Baxter, 656 F.2d 679, 686, 210 USPQ 
795, 803 (CCPA 1981); Ex parte Davis, 80 USPQ 448, 450 (Bd. App. 1948) 
("comprising" leaves "the claim open for the inclusion of unspecified ingredients even in 
major amounts"). 

4. In response to applicant's arguments, the recitation a "CVD precursor solution" or 
"a precursor solution for chemical vapor deposition" has not been given patentable 
weight because the recitation occurs in the preamble. A preamble is generally not 
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accorded any patentable weight where it merely recites the purpose of a composition, 
and where the body of the claim does not depend on the preamble for completeness. 

5. Claim 10 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. The prior art fails to teach or suggest the 
combination of octane and a silicon beta-diketonate as defined in the claims. 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cephia D. Toomer whose telephone number is 703-308- 
2509. The examiner can normally be reached on Monday-Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiners 
supervisor, Vasu Jagannathan can be reached on 703-306-2777. The fax phone 
numbers for the organization where this application or proceeding is assigned are 703- 
872-931 0 for regular communications and 703-872-931 1 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0661. 




Cephia D. Toomer 
Primary Examiner 
Art Unit 1714 
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